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UNITED STATES CIRCUIT COURT OF APPEALS 
S. R. Fem, Company v. JOHN E. Roppins CoMPAny. 


(220 Federal Reporter, 650.) 


Seventh Circuit, January 5, 1015. 
INFRINGEMENT—DESCRIPTIVE TERMS, 

Where a trade-mark is a compound word, one part of which is 
descriptive, appropriation only of the descriptive part in making up 
a trade-mark for competing goods, is not trade-mark infringement. 
The trade-mark “Sal-Vet” is not infringed by “SalTone.” 

. TRADE-MARKS—TEsT OF INFRINGEMENT. 

\ manufacturer is not required to mark his goods so that careless 
buyers will be able to distinguish them. It is sufficient if ordinary 
buyers are not deceived by the possible similarity of his trade-mark 
to that of a competitor. 

. UNFAIR COMPETITION—I MITATION OF ADVERTISING. 

In a suit for unfair competition, the acts of the defendant in 
Virtually paraphrasing the complainant’s advertising literature, and 
imitating its cuts in the sale of competing goods, were held not to be 
ground for relief, the court finding that the similarity in the advertis- 
ing matter was excusable because of the similar nature of the goods. 

. Unrate ComMpEetitTIonN—DeEcEPTION—EVIDENCE. 

Where the plaintiff had caused orders for his product to be sent 
to a competitor, and these decoy orders were filled with goods of the 
latter maker, it was held that no deception of the public was evidenced 
by the above occurrence. 

As to cases of people who had bought the defendant’s wares. 
thinking they were buying those of the complainant, the court held 
that the goods were so clearly distinguished and the purchases were, 
therefore, so carelessly made as to attach no liability to the defend- 
ant for the deception of the purchasers. 
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In Equity. On appeal from a decree of the United States 
district court, district of Indiana, in favor of the defendant. 
Affirmed. 


Henry M. Dowling, of Indianapolis, Ind., and Homer C. 
Underwood, of Ft. Wayne, Ind., for appellant. 
Ferdinand Winter, of Indianapolis, Ind., for appellee. 


Before BAKER, SEAMAN, and Kouxsaat, Circuit Judges. 

Kou.saat, Circuit Judge. The bill in this case first charges 
the appellee, hereinafter termed defendant, with infringement 
of the registered trade-mark “Sal-Vet,” hyphenated, belonging 
to appellant, hereinafter called complainant, by the use of the 
registered trade-mark “SalTone,” not hyphenated, and_ then, 
secondly, charges unfair competition. On final hearing the dis- 
trict court dismissed the bill for want of equity. 

It will be noted that complainant’s trade-mark consists of 
two distinct terms—Sal, and Vet. From the evidence it appears 
that complainant’s trade-mark was well established when defend- 
ant began to employ the term “SalTone”; that one of the prin- 
cipal ingredients of both remedies is salt; that the dictionary 
definition of the word “sal” is “salt,” and that the word “sal” 
is principally used in connection with scientific subjects, as 
chemistry. It is the common prefix for names of various prepa- 
rations, such as the well-known sal volatile, sal soda, and sal 
ammoniac, in which connection it is always understood to mean 
that some form of salt is a substantial element of the prepara- 
tion. It is one of those descriptive words which the courts have 
held could not be appropriated as a trade-mark. Thus, in 
Standard Paint Company v. Trinidad Asphalt Company, 220 
U. S., 453, 31 Sup. Ct., 457, 55 L. Ed., 536 [Reporter, vol. 1, 


p. 10], with reference to the word “rubberoid,” the court says: 


“No sign or form of words can be appropriated as a valid trade- 
mark, which from the nature of the fact conveyed by its primary mean- 
ing, others may employ with equal truth, and with equal right, for the 
same purpose. * * * Nor can a generic name, or a name merely 
descriptive of an article of trade, of its qualities, ingredients, or character- 
istics, be employed as a trade-mark, and the exclusive use of it be 
entitled to legal protection.” 


In the opinion rendered by the circuit court of appeals for 
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the eighth circuit in said cause—163 Fed., pp. 979 and Q8o, 
go C. C. A., 195—the authorities upon this subject are exhaus- 
tively cited. 

There is no such word as “Vet” in the dictionaries, nor does 
the evidence disclose any, except as used by complainant. It 
is alleged by defendant to be an abbreviation of the word 
“veterinary,” but such definition is a mere assumption from the 
fact that it is a veterinary remedy. If it be assumed that the 
use of the common word “sal,” in hyphenated association with 
the arbitrary term “Vet,” may constitute a proper trade-mark, 
as was held in Wolfe v. Barnett, 24 La. Ann., 97, 13 Am. Rep., 
111; Clinton Metalic Paint Co. v. N. Y. Metalic Paint Co., 2 
Misc. Rep., 66, 50 N. Y. Supp., 437; Solis Cigar Co. v. Pozo, 
16 Colo., 388, 26 Pac., 556, 25 Am. St. Rep., 279, and Paul on 
Trade-Marks (1903) §40, yet where only the common and non- 
exclusive feature is used, there is no infringement. 38 Cyc., p. 
755, and cases cited. In the present case defendant has ap- 
propriated only the term “Sal,” which he and everyone else was 
at liberty to use. As between the arbitrary term “Vet” and the 
word “Tone,” there can be no reasonable claim to resemblance. 
No ordinary purchaser would take the one for the other, even 
in combination with the word “Sal.” One is not required to so 
distinguish his goods that careless buyers will know by whom 
they are made and sold. Wrisley Co. v. Iowa Soap Co., 122 
Fed., 796, 59 C. C. A., 54; Johnson v. Parr, Russ, Eq. Cases 
(Nova Scotia), 9&8. In this view of the law as applied to the 
facts of this case, it is of no consequence that consumers of 
complainant’s product recognized the goods bearing the term 
“Sal-Vet” as the goods of complainant. Nor is it necessary 
to determine whether the term “Sal-Vet” had acquired a sec- 
ondary meaning as representing complainant’s product. Defend- 
ant has not used that term, and consequently has not infringed it. 

With reference to the charge of unfair competition, it ap- 
pears from the record that defendant practically paraphrased 
complainant’s circulars and other advertising, including its cuts 
and pictorial matter, and that it followed complainant in the 
use of blank order forms or coupons. It is also in evidence that, 
when complainant caused five decoy letters to be sent asking 
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defendant for “Sal-Vet,’ defendant filled the orders with 
“SalTone,” and that a number of people—eight in all—bought 
‘“SalTone” when they supposed they were getting “Sal-Vet.” 
Defendant even followed complainant in using cuts in which the 
animals were shown to be so eager for the preparation that they 
besieged and partook from a barrel in which it was shipped. 

In the paraphrasing of complainant’s advertising literature 
and the approximation of its pictorial matter, defendant’s actions 
were unethical rather than fraudulent. It is not shown that de- 
fendant ever sought, in its regular trade, to sell its product for 
that of complainant, but has insisted that “SalTone” was much 
the same and just as good as “Sal-Vet.” The marketing of the 
two remedies ran side by side for several years in a friendly 
manner. Salesmen were advised by defendant to do no “knock- 
ing,’ and not to seek to sell to those merchants dealing in “Sal- 
Vet.” The diseases sought to be cured were the same, as were 
the animals. The evidence discloses that the two mixtures ac- 
complished the same result. Naturally the advertising would 
be more or less similar both in language and pictures. There 
was no bad faith in using the order forms or coupons, since these 
are shown to be in common use in the mail order business. With 
the exception of the five decoy orders sent by parties under 
complainant’s direction, and filled by sending ‘“SalTone,” it does 
not appear that defendant’s object was to secure complainant’s 
trade unfairly. Both seem to have been liberal advertisers in 
the same journals, which the record shows were such media as 
were likely to reach the owners of stock. 

The evidence discloses somewhat overzealous business 
competition rather than unfair competition or fraud. There is 
shown no imposition upon nor complaint by the public with re- 
gard to the five decoy orders. It appears that no one was de- 
frauded or deceived. The goods shipped to fill the same, while 
of similar packages to those of complainant, in shape, were 
plainly marked “SalTone,” and carried in distinct form and 
colors, the notice that they were made by the defendant, as did 
all defendant’s other goods on the market. While the action 
of defendant in filling these orders was reprehensible as a busi- 
ness transaction, it did not amount to such a degree of unfair- 
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ness or fraud as would justify penalization by the granting of 
the relief asked for by the bill. Throughout the record it ap- 
pears that defendant always used its own name as proprietor, 
and the trade-mark of its product, “SalTone,” and that the 
packages did not so closely resemble each other as to be mis- 
leading to one with any discriminating sense. The confusion, 
if it amounts to that, was brought about by the carelessness of 
purchasers, who appear to have been more anxious to procure a 
specific for the cure of animal diseases than to buy any particular 
preparation. 

The facts do not bring the case within the rule obtaining in 
cases of unfair or fraudulent competition. 


The decree of the district court is affirmed. 


UNITED STATES DISTRICT COURT 


N. K. FarrBANKS CoMPANY Vv. OGDEN PACKING & PROVISION 
CoMPANY. 


(220 Fed. Rep., 1002. ) 
District of Utah, June 22, 1914. 


. TRADE-MARKS—INFRINGEMENT—CONFLICTING MARKS. 

The trade-mark “Chefoline” for a lard substitute is an infringe- 
ment on the trade-mark “Cottolene” used on a similar product. There 
is a large proportion of ignorant persons among the ultimate pur- 
chasers of this kind of goods, who, without carelessness, may be 
misled. 

. INFRINGEMENT—EVIDENCI 

In any doubtful case of conflict between an established mark and 
one selected with knowledge of the reputation! enjoyed by the former, 
the doubt should be resolved in favor of the earlier mark. 


In Equity. On final hearing. Decree for plaintiff. 


Archibald Cox, of New York City, for complainant. 
Smith & McBroom, of Salt Lake City, Utah, for respondent. 


MarSHALL, District Judge.—The plaintiff manufactures and 
sells a substitute for lard, which is principally composed of 
cotton seed oil and oleostearine, and is by it called “Cottolene.” 
It adopted the word “Cottolene” as a trade-name of the product, 
duly registered it as its trade-mark under the act of Congress. 
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It has expended large sums of money in introducing and ad- 
vertising its lard substitute under this name, and its ownership 
thereof as a valid trade-mark is admitted by the defendant. The 
defendant also manufactures a lard substitute of substantially 
the same descriptive properties as that of the plaintiff, and sells 
it in competition with the plaintiff's product for the same uses. 
The defendant commenced this manufacture and sale long after 
the plaintiff originated and registered its trade-mark, and at first 
called its substitute by the descriptive name “Compound.” The 
plaintiff began a systematic attempt to popularize “Cottolene” 
in Ogden, Utah, where the defendant was conducting its busi- 
ness; and thereafter the defendant selected the name of “Chefo- 
lene” for its product, and under this name sold it in competition 
with the plaintiff. The price at which it was sold to the trade 
permitted the retail dealer to make a larger profit by selling 
Chefolene than if he sold Cottolene, so that he had an interest 
to substitute the one for the other. This suit was then brought 
to enjoin the use of the name “Chefolene” in connection with 
a lard substitute, under the contention that it colorably imitated 
the plaintiff’s trade-mark and was an infringement. 


Unfair competition is not claimed, because the defendant’s 
labels and packages are distinctive in appearance, size, and in- 
scription. The two products cannot be confused, unless through 
mere similarity of the names. The plaintiff’s trade-mark, “Cotto- 
lene,” is a valuable part of its good will, in which it has a prop- 
erty right. If the name selected by the defendant for its product 
substantially lessens the value of the plaintiff’s right, it is an 
infringement. The two names have a certain similarity in sound 
and appearance. The ideas connoted by them are, however, dif- 
ferent. The plaintiff’s trade-mark was evidently selected to sug- 
gest the substances compounded by it; the defendant’s name, 
omitting the suffix, the use to be made of the product. The 
suffix of each is identical, and I am inclined to the opinion that 
there is a sufficient similarity in sound to have a substantial 
tendency to confuse a purchaser, and make it practicable to sub- 
stitute one for the other. It is not a question of confounding the 
two products, if placed in juxtaposition, or if there was a con- 
scious effort to discriminate between them. 
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\ certain proportion of the ultimate purchasers of such a 
lard substitute will be found among the uneducated and inex- 
perienced, to whom the two names will convey no idea, except 
as they are associated with the product bought, and who, without 
heedlessness, may well be misled. Any doubt as to this should 
be resolved against the defendant, for it had a wide range of 
selection, and, knowing the existence of the plaintiff's trade- 
mark, approximated it. It is difficult to avoid the conclusion that 
it was intended by this approximation to obtain an advantage 
through the plaintiff’s efforts to popularize Cottolene, so far, at 
least, as to convey to the purchaser the idea that Chefolene was a 
similar article, intended and adapted to the same uses. This, in 
itself, was not unlawful; but it imposed the duty to use care to 
so discriminate the two names that a purchaser could not be 
deceived. The argument for the defendant that the distinction 
between the roots of the two words is so patent that the similarity 
of endings cannot confuse is ingenious, but hardly persuasive. 
This is doubtless true with a limited number of purchasers, who 
would readily associate the root with the idea suggested ; but the 
plaintiff's good will is not so restricted, and must be protected in 
its broader field. 

The cases are numerous in which names, differing as radi- 
cally as the two here, have been held the one to be an infringe- 
ment of a trade-mark in the other. As illustrations: The names 
Mojava and Momaja, American Grocery Co. v. Sloan (C. C.), 
68 Fed., 539: Cotoleo and Cottolene, N. K. Fairbanks Co. v. Cen- 
tral Lard Co. (C. C.), 64 Fed., 133; Cellonite and Celluloid, 
Celluloid Mfg. Co. v. Cellonite Mfg. Co. (C. C.), 32 Fed., ror; 
Sapono and Sapolio, Enoch Morgan’s Sons v. Ward, 152 Fed., 
691, 81 C. C. A., 616, 12 L. R. A. (N. S.), 729; Bovina and 
Goviline, Lockwood v. Bostwick, 2 Daly (N. Y.), 521; Sartoris 


and Sorosis, Little v. Kellam (C. C.), 100 Fed., 353. 


The plaintiff is entitled to the usual decree for an injunction 
and an accounting; and it will be so ordered. 
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MISSOURI, SPRINGFIELD COURT OF APPEALS 


JoserH S. BAauM MERCANTILE Co. v. LEvIN, et al. 
(174 Southwestern Rep., 442.) 
March 1, 1015. 


1. UNFAIR COMPETITION. 

A merchant who by fraudulent devices represents his store and 
his goods as those of the plaintiff, a more prosperous competitor, is 
guilty of unfair competition under the principles of the common law. 

. UNFAIR COMPETITION—DEFENSE—LACHES. 

Acts made the basis of a suit for unfair competition had been 
repeated at intervals during the two years prior to the bringing of 
an action. The defense of laches was held not sustained by the facts. 

On appeal from the circuit court of Jasper County. 

Affirmed. Rehearing denied March 20, 1915. 


I. J. Ringolsky, of Kansas City, Mo., and J. H. Spurgeon, 
C. V. Buckley, and Haywood Scott, all of Joplin, Mo., 
for appellants. 

Spencer, Grayston & Spencer, of Joplin, Mo., and Sapp & 
Wilson, of Galena, Kan., for respondent. 


FarrINGtTon, J.—The plaintiff, a corporation of which the 
capital stock was practically all owned by Joseph S. Baum, and 
the defendant Levin, are rival merchants with stores located on 
Main street in the city of Joplin, Mo. Defendants Newton and 
Barnard are clerks of Levin. Plaintiff's store occupies two 
rooms, numbered 810 and 812, separated by a stairway which 
leads up to a hotel on the second floor. Just north of and ad- 
joining plaintiff’s north room is the defendant’s (Levin’s) store, 
occupying one room, numbered 808. Plaintiff carried, prin- 
cipally, a line of dry goods; defendant, principally, clothing and 


shoes. But both sold certain merchandise of the same general 
class. The photographs introduced in evidence show that the 
display windows of the two concerns somewhat resemble. Plain- 
tiff advertises extensively in the newspapers, by handbills, and by 
large signs on the store front bearing the name “Baum’s.”” De- 
fendant does not advertise in the newspapers and has very 
modest signs on his store front. 
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Plaintiff in the petition charges that, by reason of its ex- 
tensive advertising, many persons who had read its advertise 
ments would start to its store to make purchases; that the de 
fendants Levin, Newton, and Barnard would stand in front of 
their store, and when such persons came along they would be 
told by defendants that their store, numbered 808, was Baum’s ; 
that some who went into defendants’ store without such an invita 
tion and inquired if it was Baum’s were told and led to believe 
by the defendants that it was; that many of plaintiff's customers 
had thereby been induced to make purchases in store numbered 
So8 which was owned by Levin; and that they were led to be 
lieve by defendant Levin and his employees that they were in 
Baum’s store and that they were buying Baum’s goods. It 1s 


charged that this practice had been going on for some two years, 


and that by reason thereof plaintiff had been caused much loss 
which was incapable of admeasurement, and that the law would 
not afford a proper and adequate remedy. The petition con- 
cludes with a prayer for injunctive relief, asking that defend 
ants and each of them be restrained “from representing or claim 
ing that the store owned and maintained by the said Sam Levin 
is this plaintiff's store or that the goods therein kept for sale 
are the goods advertised for sale by this plaintiff, and from in- 
ducing customers to purchase said goods under such mistaken 
Lelief, and from soliciting, calling, or otherwise attracting pro- 
spective purchasers away from plaintiff’s said store, and from 
insulting and annoying the manager and other agents and em- 
ployees of the plaintiff by words, epithets, gestures, grimaces, or 
otherwise.” 

\ temporary restraining order was granted. 

The defendants filed a general demurrer, but before going 
\o trial filed a general denial and proceeded on the theory that the 
charges made by the plaintiff were untrue and without founda 
tion. They made no claim whatever that they had a legal right 
to do what plaintiff charges them with doing, but simply denied 
that they did the acts they were accused of. 

A great mass of evidence was introduced by both sides, re- 
quiring two large printed volumes of 1,300 pages to record the 
proceedings of the trial court. After some ten or twelve days, 





172 THE TRADE-MARK REPORTER 


occupied in taking testimony and wrangling on the part of the 

. . . 4 
attorneys, the court granted a perpetual injunction; the order 
being as follows: 


“It is therefore ordered, adjudged, and decreed by the court that the 
temporary injunction heretofore granted herein be made permanent to 
the extent herein specified, and that the above-named defendants and 
each of them, their agents, servants, and employees, are hereby perpetually 
enjoined and restrained from representing or claiming that the store 
at No. 808 Main street in the city of Joplin, Jasper county, Mo., is the 
store of plaintiff, and that the defendants and each of them, their agents, 
servants, and employees, are hereby perpetually enjoined and restrained 
from directly or indirectly, by acts, words, gestures, looks, or signs 
leading or inducing customers or prospective customers to believe that 
the said store at No. 808 Main street in the City of Joplin, Jasper County, 
Mo., owned and maintained by the defendant Sam Levin is the store 
of the plaintiff the Joseph S$. Baum Mercantile Company, or that the 
goods in said store at No. 808 Main street are the goods of the said 
plaintiff or the goods mentioned in advertisements or other publications 
published by the plaintiff; and the court does further order and decree 
that the costs of this suit be taxed against the defendants for which let 
execution issue therefor.” 

lt would be impracticable and it is unnecessary to summarize 
or discuss the evidence of about 100 witnesses who testified in 
this case. We have studied the entire record and conclude from 
the evidence that the plaintiff has overwhelmingly sustained the 
charges that the defendant Levin and his employees joined with 
him as defendants were fraudulently representing their store at 
No. 8o8 Main street as that of the plaintiff for the purpose of 
selling their goods to prospective customers believing the same 
to be the plaintiff’s goods, and by such misrepresentations were 
inducing many purchases on the part of persons who had started 
out to trade with the plaintiff and who thought they wére trading 
with plaintiff. 

There are 37 points in appellants’ brief alleging errors, 
many of which go to the action of the court in admitting or 
excluding testimony, and granting that many of these are well 
taken, there yet remains enough in the record to convince anyone 
that the trial court found the issues of fact for the right party. 
We have recently noted the rule that the admission or exclusion 
of evidence in an equity case will rarely work a reversal. Bar- 


ron v. H. D. Williams Cooperage Co., 171 S. W., 683. 
Appellants contend that plaintiff should be denied relief 
because of laches. To this we cannot agree. Appellants do 
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not claim to have a right to do the acts charged and proven, nor 
do we see how on the principle of laches they could ever have 
acquired such right. They were certainly not misled by plain- 
tiff’s reticence for the period of two years this course of conduct 


was going on. Besides, there were no countervailing circum- 
stances intervening, and the plaintiff’s right to have such conduct 
cease 1s clear. Short v. Thomas, 178 Mo. App. loc. cit., 419, 420, 
163 S. W., 252; Cantwell v. Crawley, 188 Mo., 44, 86 S. W., 
251; Connecticut Mut. L,. Ins. Co. v. Carson, 172 8. W., 69. 


72 
The record discloses that the defendants were persisting in 


their unfair methods for a period commencing two years before 
and extending down to the time of the institution of this suit, 
and plaintiff offered to show (but was not permitted by the court 
to do so) that even after the filing of the suit the defendants con 
tinued their methods of unfair competition. 

Appellants cite some cases where plaintiffs have brought 
suits at law and recovered some damages for wrongs somewhat 
similar to those committed here. It is no doubt true that plain 
tiff could have maintained an action at law for each offense of 
the defendants; but this fact does not preclude plaintiff from 
injunctive relief, because, although it might recover some dam- 
ages, it is by no means conclusive that the amount recovered 
would be adequate to compensate plaintiff for the wrongs com- 
mitted. Plaintiff is entitled to go into equity unless it has an 
adequate remedy at law. Section 2534, R. S., 1909, is broad 
enough to cover plaintiff’s case. Plaintiff proved some twenty 
cr thirty instances where prospective purchasers were led to 
believe by the conduct of the defendants that they were dealing 
with the plaintiff when in fact they were not, and this, too, 
after plaintiff had made a request that such practices cease. We 
can see no reason why the plaintiff should be denied injunctive 
relief. There is no distinction discernible to us that would 
render plaintiff any the less entitled to such relief than an owner 
of real estate who is given injunctive relief to restrain continu 
ous trespasses, even though the wrong may not be irreparable 
and the wrongdoer solvent. It is held in Palmer vy. Crisle, 92 
Mo. App. loc. cit., 513, as follows: 


“The law of today does not require that a person in_ plaintiff's 
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situation shall submit to the stripping of his timberland of its forest 
trees, and then attempt to make his loss good by action for damages. 
The nature of the property involved and the inconvenience of suing 
for continuous trespasses, as charged in this case, constitute a basis 
for equitable relief, long recognized in this state under the statute gov- 
erning the use of the writ of injunction.” 

See, also, Barron vy. H. D. Williams Cooperage Co., 171 
S. W. loc. cit., 687, and cases cited. 

The ear of a chancellor needs no trumpet to hear, nor is he 
lacking in power to grant relief to a plaintiff in such condition- 
if for no other reason, to avoid a multiplicity of suits. But 
there is no dearth of authority holding that equity will restrain 
unfair competition, and that is what defendants’ acts amounted 
io here. See 2 High on Injunctions (4th Ed.) §§ 1065-1070, 
incl.; Pope-Turnbo v. Bedford, 147 Mo. App., 692, 127 S. W.., 
426; McCann v. Anthony, 21 Mo. App., 83; Grocers Journal Co. 
\. Midland Publishing Co., 127 Mo. App., 356, 105 S. W., 310; 
IVeinstock, Lublin & Co. v. Marks, tog Cal., 529, 42 Pac., 142. 
20 L. R. A., 182, 50 Am. St. Rep., 57, 38 Cyc. 756-762; Juan F. 


Portuondo Cigar Mfg. Co. v. Vicente Portuondo Cigar Mfqy. 


Co., 222 Pa., 116, 76 Atl. 986; Lavanburg v. Pfeiffer, 23 Misc. 
Rep.. 577, 52 N. Y. Supp., 801; Weber Medical Tea Co. v. 
Kirschstein (C. C.), tor Fed., 580. The following definition is 
given in 38 Cyc., 756-758: 


“Unfair competition consists in passing off, or attempting to pass 
off, upon the public, the goods or business of one person as and for the 
goods or business of another. It consists essentially in the conduct of 
a trade or business in such a manner that there is either an express or 
implied representation to that effect. And it may be stated broadly that 
any conduct, the natural and probable tendency and effect of which is 
to deceive the public so as to pass off the goods or business of one per- 
son as and for that of another, constitutes actionable unfair competition. 
The definition is comprehensive enough to reach every possible means 
of effecting the result. Unfair competition as thus defined is a legal 
wrong for which the courts afford a remedy. It is a tort and a fraud. 
The basic principle is that no one has a right to dress up his goods or 
otherwise represent them in such a manner as to deceive an intending 
purchaser and induce him to believe he is buying the goods of another.” 


The prohibition against one using the trade-mark of an- 
other rests on the broad ground of unfair competition, as it is 
only a specialized branch of the general doctrine. 38 Cyc., 762. 
And it would be useless at this place to cite any of the numerous 
cases holding that a court of equity can enjoin the unlawful use 
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of a trade-mark where the same has become the property right 


of its lawful user. And yet, according to appellants’ argument 
in attempting to apply the rule that a court of equity cannot en- 
join libel and slander, such court would be powerless to restrain 
the unlawful use of a trade-mark, because very often it con- 
sists of printed words. 

We cannot agree with appellants’ contention that at most 
plaintiff makes out a case of only constructive, implied, and 
indirect detamation of its business. An examination of the cases 
cited in appellants’ brief on this point will show that the facts 
therein discussed are entirely different from those presented 
here. For instance, in the case of Vassar College v. Loose-Wiles 
Biscuit Co. (D. C.), 197 Fed., 982 [Reporter, vol. 2, p. 496], 
we find on page 992 the following: 

“This statement was not made in the sense of denying the right of 
one person to use the surname of another, and fol’ows in previous an- 
nouncement that a man may in some cases be denied the right to use 
his own name under circumstances which would result in unfair compe- 
tition in trade. The rules governing competition have, of course, no 
application to the matter here under inquiry.” 

In the case of Citizens’ Light, Heat & Power Co. v. Mont- 
gomery Light & Water Co. (C. C.), 171 Fed., 553, loc. cit., 562, 
the following language is used: 

“At common law a trader or person in any calling, in order to get 
another man’s customers, could use any means not involving violation of 
the criminal laws or amounting to ‘fraud * * *” 

The acts of the defendants in the case before us are clearly 
fraudulent, not only on the customers but on the plaintiff and 
hence fall within the definition of unfair competition at common 
iaw. The case of Marx & Haas Jeans Clothing Co. v. Watson, 
168 Mo., 133. 67 S. W., 391, 56 L. R. A., 951, go Am. St. Rep.. 
440, had in it no element of competition. And the other cases 
cited show that the wrong complained of was a false and mali- 
cious attack on the title or right to the property which the plain- 
tiffs in those cases were attempting to protect. There is no such 
condition in the case under consideration, as the defendants made 
no claim that the Baum Company’s goods did not belong to it, or 
that the Baum Company had no right to sell them, or that such 
goods were inferior or an infringenient on defendants’ goods. On 
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the other hand, the defendants were claiming that their goods 
were Baum’s goods—in no sense a slander of property but a 
fraudulent representation of ownership, in that they were claim- 
ing that the goods in their store were in fact Baum’s goods, and 
such representation was made for the purpose of passing off the 
defendants’ goods as and for those of the plaintiff. 

Appellants also insist that plaintiff should be denied equit- 
able relief because it comes into court with unclean hands and 
has done iniquity and wrong toward these defendants. 

The evidence does not sustain the charge made by appellants 
that plaintiff did not sue in good faith for the purpose of putting 
a stop to the unfair methods that were used in fraudulently repre- 
senting that Levin’s store was Baum’s store. 

No doubt the libel suit brought by Levin did tend to hasten 
the beginning of this suit, yet why should that prevent plaintiff 
from stopping defendants’ wrongs toward it? Actions of this 
character are never attended with the best of feeling between the 
litigants. 


It is also charged that plaintiff’s hands are unclean because 
its manager sent a girl into defendants’ store on a wager that 


she would be insulted. The record discloses that before doing 
this it had come to the ears of plaintiff's manager that two other 
women (who were placed on the stand and testified to the 
same), who had gone into defendants’ store, and who while 
there were led to believe it was Baum’s store, had had insulting 
remarks made to them before leaving by some of defendant 
Levin’s employees; the natural result of which would be that 
Baum’s store would be blamed. Such information having come 
to plaintiff's manager, we would not feel disposed to deny it 
relief, because, perchance, he did undertake to make some evi- 
dence against those who were purposely wronging the plaintiff. 
Saints do not get into equity either as plaintiffs or defendants ; 
courts must deal with men, and must in passing on their con- 
duct take into consideration their environment and provocation. 

For the same reason, we do not think the plaintiff should be 
denied relief which the trial court granted because it sent several 
persons into Levin’s store to see if it would be represented to 
them by the defendants that their store was Baum’s store. 
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The proof fails to convince us that plaintiff’s manager at- 
tempted to bribe any witnesses, or that he attempted to have the 
stenographer who took some depositions do anything wrong in 
connection therewith. 

Nor do we think there was anything wrong in plaintiff’s 
manager paying for a dinner for the witness Ben Jealnis during 
the time the trial was in progress. The witness was an old 
man, and, when the court informed him to come back after din- 
ner at a certain time, he said if they wanted him back by that 
time some one would have to buy his dinner downtown. Baum 
volunteered to take him. In passing, we will say that the testi- 
mony of this witness bears every evidence of honesty and truth- 
fulness. 

It is next insisted that plaintiff's hands are unclean because 
it caused to be published in newspapers of Joplin, and on the 
screens of motion picture theatres, and on handbills, certain 


charges that defendants were criminals, thieves, pirates, body- 


snatchers, receivers of stolen goods, and insulters of women. 

A number of the original exhibits are brought here and dis- 
close that before and after the commencement of this suit, and 
in fact down to within a short time before the trial, the plaintiff 
was running large advertisements in the newspapers, in which 
plaintiff was publishing the fact that it was being mistreated by 
the defendants, and calling attention to the fact that it had pro- 
cured a temporary injunction, and publishing what it thought 
was a résumé of testimony certain witnesses it had procured 
would give, and calling on anyone who could furnish it evi- 
dence of unfair methods used by the defendants—all of which 
is designated by defendants as advertising for witnesses. 

No court should stamp with approval any such methods as 
were employed by plaintiff in its advertising campaign. When 
litigants have reached the point of calling on the courts of the 
land to adjust their differences, they should abide their time 
until the courts have settled the issues in the decent and orderly 
manner prescribed by law. The conduct of the plaintiff’s mana- 
ger was reprehensible, and to a great extent, in our judgment, 
was for the purpose of advertising his store; and, furthermore, 
his conduct in this particular made him subject to punishment 
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for contempt had the trial judge been moved to take action in 
the matter. 


This does not, however, estop the plaintiff from obtaining 
the relief prayed for. The cases cited by the appellants, to wit, 
Globe Newspaper Co. v. Commonwealth, 188 Mass., 449, 74 
N. E., 682, 3 Ann. Cas., 761; People ex rel. Attorney General v. 
News-Times Pub. Co., 35 Colo., 253, 84 Pac., 912, 956; and 
Herald-Republican Pub. Co. v. Lewis, 42 Utah, 188, 129 Pac., 
624—are all cases where the court was dealing with contempt 
proceedings, and not with the question of whether the conduct 
would bar relief of an equitable nature. The case of Becker v. 
Berlin Beneficial Society, 144 Pa., 232, 22 Atl., 699, 27 Am. St. 
Rep., 624, holds that the party seeking to enjoin the use of 
a trade-mark was not entitled to use a trade-mark at all, and, 
further, that the trade-mark which the court was asked to pro- 
tect contained matter that a court of equity would not wish to 
stamp with its approval. In that case the very subject-matter 
of the action contained that which stained the hands of the 
plaintiff. The case does not hold that, if the plaintiff had been 
entitled to a trade-mark and the trade-mark had been one that 
a court of equity would protect, the conduct of the plaintiff both 
prior and subsequent to the beginning of the suit in connection 
with the trade-mark would have barred recovery. It is held, 
in the case of Hingston v. Montgomery, 121 Mo. App. loc. cit., 
462, 97 S. W., 202, that the clean hands’ doctrine applies only to 
conduct relating to the subject of litigation. By restraining the de- 
fendants from continuing their unlawful conduct the court does 
not thereby approve plaintiff’s conduct with reference to its 
publications in this regard. The rule does not go to the extent 
of barring a plaintiff because of illegal transactions on his part 
performed merely in connection with the subject-matter of the 
suit; his conduct must have been with reference to the matter 
in litigation. Mason v. Carrothers, 105 Me., 392, 74 Atl. loc. cit., 
1037 ;Yale Gas Stove Co. v. Wilcox, 64 Conn., 101, 29 Atl., 303, 
25 L. R. A. loc. cit., 105, 42 Am. St. Rep., 159; Cunningham v. 
Pettigrew, 169: Fed. loc. cit., 344, 94 C. C. A., 457; Chute v. 
Wisconsin Medical Co. (C. C.), 185 Fed. loc. cit., 118; and 
Dempster v. Baxmyer, 231 Pa., 28, 79 Atl. loc. cit., 808. 
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We therefore hold that plaintiff’s conduct with reference 
to vilification of the defendants was extremely reprehensible, and 
while it was improper for plaintiff to take such action when its 
rights had been submitted to a court of equity, still the acts were 
not so connected with the subject-matter of this suit, to wit, the 
unlawful conduct of the defendants, as to bar the right to relief, 
or such that in giving plaintiff relief the court of equity must 
thereby approve the methods plaintiff adopted. 

We have carefully examined all the points and authorities 
presented by appellants and have come to the conclusion that 
the order of the trial court should not be disturbed. 

After all, a glance at the order made by the trial judge 
discloses that no litigant should complain of being restrained 
from doing what the order requires these defendants to refrain 
from doing. The order merely restrains them from representing 
that their store and their goods belong to the plaintiff. Of 
course, if in fact defendants were not employing such methods— 
as they attempted to demonstrate in their answer and at the trial 
—they would not desire a judgment restraining them from such 
unlawful acts standing against them in a court of record for 
the reason that, if they were not unlawfully engaged in unfair 
competition, no such order should be made, nor should they be 
taxed with any costs of a case in which such an order is made. 
Sut in this case the facts are against the defendants as disclosed 
by the overwhelming weight of the evidence, and it was on this 
issue that the contest was waged—and defendants lost. 

It appears from the voluminous record that the plaintiff 
failed to obtain relief in the permanent injunction as to several 
of the issues presented in its petition and covered by the tem- 
porary restraining order. It also appears that a number of wit- 
nesses for the plaintiff were used whose testimony was useless 
as to the issues on which plaintiff did obtain permanent relief. 
The judgment of the circuit court is, accordingly, affirmed as 
to the injunction, and the cause is remanded, with directions to 
the circuit court to tax one-half of the costs in that court against 
the plaintiff and one-half thereof against the defendant Levin. 
See section 2266, R. S., 1909. It appearing that the appellant 
Levin necessarily was required to print a part of the record to 
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show the facts on which we have based the order just preceding 
the sum of $100 will be taxed in this court against respondent 
and in favor of appellant Levin as cost for printing the abstract. 


Ropertson, P. J., and Strurets, J., concur. 





NEW JERSEY COURT OF CHANCERY 
HvurerF, et al. v. WALLACE. 
(93 Atlantic Rep., 702.) 
November 0, IQT4. 


TRADE-NAMES. 

The owner of a hotel called the Blairstown Hotel, leased the hotel 
garage to a tenant who adopted as a trade-name the words “The 
Blairstown Garage.” At the expiration of the lease the lessee re- 
moved his sign and opened another garage under the same trade- name. 
In a suit for unfair competition brought by the hotel proprietor and 
his new lessee to restrain the use of the name by the former lessee, 
it was held that the latter as the first user of the term had acquired 
trade-name rights in the phrase “The Blairstown Garage.” 


In Equity. On motion for preliminary injunction. Denied. 


George M. Shipman, of’ Belvidere, N. J., and Egbert Rose- 
crans, of Blairstown, N. J., for complainants. 
Edward F. Merrey, of Paterson, N. J., for defendant. 


Lewis, V. C.—The application in this case is for a prelimin- 
ary injunction restraining the defendant, Wallace, from using 
the name on his garage, “The Blairstown Garage.” The com- 
plainants are one Stout, the owner of the Blairstown Hotel, and of 
a small garage in the rear of the same, and Huff, the lessee of 
ihe said garage. It is asserted, on behalf of the complainants, 
that the small garage in the rear of the hotel has been known 
for years as the Blairstown Garage; that the defendant, Wallace, 
who was a tenant of Stout prior to the leasing to Huff, took 
away the sign from the garage at the hotel at the termination of 
his tenancy, and has placed it upon a new garage established 
by him in another part of Blairstown. A large number of 
affidavits are produced by the complainants from people who 





HUFF V. WALLACE 181 


swear that the garage at the rear of the hotel was called the 
Blairstown Garage. ‘These affidavits are not satisfactory in es- 


tablishing any property right in the complainants in the name 
“The Blairstown Garage,” as for years the only garage in 
Blairstown was this one in the rear of the hotel. Stout, the 
owner of this place, never erected a sign upon it, but used it 
for housing automobiles, and some little repair work was done 
within its walls. The first tenant of Stout, Hogan, claims that 
he traded in the name of “The Blairstown Garage.” His affi- 
davit goes on to say that he had goods billed in the name of 
“The Blairstown Garage.”” He, however, had no sign upon the 
property, and the affidavits of the defendant are to the effect 
that this was known as “Hogan’s Garage.” The defendant, 
Wallace, was the successor to Hogan, as Stout’s tenant. Affi- 
davits produced in his behalf on this motion show that he traded 
under and by the name of “The Blairstown Garage’; that he 
put up the sign on the building, “The Blairstown Garage’’; that 
his credit was established in this name; that his letter heads and 
vouchers bore this head line. Before the expiration of his lease, 
and in January, 1914, he caused the statutory certificate to be 
filed in the clerk’s office of Warren county, certifying that he 
was the owner of “The Blairstown Garage.” On April I, 1914, 
when he left the garage, he took down the sign from the build- 
ing and put it up on a new building, occupied by him for similar 
purposes in the town. He is now doing business under the name 
“The Blairstown Garage.” On about April 10, 1914, the com- 
plainant Huff put a sign on his place reading “Garage,” and about 
this time also put up two other signs on the public highways 
in the town, each bearing the words ‘Hotel Garage” and indi- 
cating the garage in the rear of the Blairstown Hotel. Subse- 
quently Huff put up the word “Blairstown” above the word 
“Garage” on the hotel garage. 

It seems to me perfectly clear that the first use of the words 
“The Blairstown Garage” as a trade-name was by the defendant, 
Wallace. His whole course of action indicates an intention to use 
this name in his business. He has traded under it exclusively 
ever since he began the automobile business. He has received 


an extended credit in this name. His property right in it ap- 
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pears to be established, and if this is so, his right to move the 
sign cannot be questioned. I think the case of Busch v. Gross. 
71 N. J. Eq., 508, 64 Atl., 754, sustains this position and also dis- 
poses of the very interesting question raised by counsel of the 
complainants as to the property right of the complainant Stout 
in the name “The Blairstown Garage” arising from his owner- 
ship of the Blairstown Hotel. 

Of course all the*facts in relation to this application cannot 
be developed on affidavits. The oral testimony will be neces- 
sary to establish the status of the various parties to this motion. 
At this time, however, from my consideration of the affidavits 
and the oral arguments of counsel, I am satisfied that it is not 
a case in which a preliminary injunction should go. 

The rule must be discharged and the restraint upon the 
defendant removed. 


NEW YORK SUPREME COURT 


Wm. WatporF Astor v. West E1cHty-SEconp St. REALTY Co. 
et al. 


(152 New York Supp., 631.) 
Appellate Division, First Department, April, 1915. 


. UNFAIR COMPETITION—TRADE- NAMES. 

The owner of a housekeeping apartments building called the 
“Apthorp,” having no public dining room or room service is not 
entitled to an injunction restraining the use of the name “Hotel 
Apthorp” by the owner of a public hotel which furnishes the usual 
room service without housekeeping facilities, since there is no competi- 
tion between the parties. 

2. UNFAIR COMPETITION—DA MAGES. 

Where no competition in business exists between the users of 
similar trade-names, and no financial loss results therefrom, annoy- 
ance or inconvenience resulting from the confusion of these names 
by the public will be considered to be damnum absque injuria. 


Submission of controversy on agreed statement of facts. 


The submission was on the following facts: The plaintiff 
is the owner of an apartment house covering the block bounded 
by Broadway, West End Avenue, Seventy-eighth and Seventy- 
ninth Streets, which was opened for business in the month of 
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August, 1908, and was called “The Apthorp,” by which name 
it has since been commonly known. The apartments in this build- 
ing consist of not less than six nor more than twelve rooms, 
and are rented under leases for not less than one year, and at 
rentals of from $1,800 to $6,500 a year. There is no public 
dining room in plaintiff's building and no room service is furn- 


ished by him. The apartments are what are commonly known 


as housekeeping apartments and the building is in no sense a 
hotel or an apartment hotel. 

About May 1, 1914, the defendants completed the construc- 
tion of a building on the northeast corner of Broadway and 
Ninety-fourth Street, which on that date they opened and have 
since continued to operate as a first class hotel. The defendants’ 
hotel has suites of one or more rooms, which it rents to transient 
guests or for longer periods. In connection with these rooms 
there is no kitchen or other facilities for cooking food. With 
its hotel the defendants maintain and furnish the service of bell- 
boys and of maids for the care of the rooms and to do all the 
laundry work made necessary by the use of the rooms. Since 
it was opened defendants’ building has been called and known 
as “Hotel Apthorp.”’ 

Since defendants’ hotel was opened to the public by reason 
of the similarity of names the plaintiff's house has been and 
will be confounded with and mistaken for the defendants’ hotel, 
causing annoyance and inconvenience to plaintiff's tenants, their 
guests and the public. Many letters, parcels and packages are 
daily delivered at the plaintiff’s house which are intended for 
guests of the defendants’ hotel. There is a daily confusion of 
the two places in telephone calls, and on the part of individuals 
who call personally at one or the other of the two places. When 
the plaintiff's building was opened for business there was no 
other apartment house or hotel or apartment hotel in the City 
of New York known or designated by the word “Apthorp,” 
which was an arbitrary name assumed by the plaintiff for the 
designation of his said building. 

Montgomery & Peabody, of New York City, for plaintiff. 

Jacob I. Berman, of New York City, for defendants. 
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Hotcukiss, J—The question submitted for our determina- 
tion is whether plaintiff is entitled to a judgment restraining the 
defendants from using the name “Apthorp” in connection with 
its hotel. The facts submitted do not state that the plaintiff has 
suffered, or will at any time in the future suffer, any money 
damages whatsoever from the use by defendant of the word 
“Apthorp.” The plaintiff’s sole ground for relief arises from 
the inconvenience suffered by plaintiff's tenants, guests and the 
public arising from the similarity of names. Plaintiff's immun- 
ity from money loss is undoubtedly due to the dissimilarity of 
his apartment house and defendants’ hotel, and to the fact that 
no one seeking such accommodations as plaintiff's building af- 
fords has ever mistaken it for defendants’ or has been betrayed 
into becoming a guest or a tenant of the defendants, believing 
that he was a tenant of the plaintiff. I cannot find nor am I 
referred to any case where, under these, or under any other 
circumstances where no money damage is shown, an injunction 
has ever been granted. Hence inconvenience or annoyance, so 
far as I can find, has never been held sufficient, and on no 
principle applicable to such situations as the present could it be. 
The plaintiff has no exclusive right to the use of the word 
“Apthorp” as a trade-name. Although there is a distinction in 
certain respects between trade-marks and trade-names, where 
injunctions are concerned the rules applicable in the case of each 
are similar. Koehler v. Sanders, 122 N. Y., 65, 72. Plaintiff’s 
right, at most, is to restrain others from using the name “Ap- 
thorp” in connection with any apartment house or the letting 
of apartments under such circumstances as are calculated to 
induce the public to believe that their building or apartments are 
those of the plaintiff. The situation must, as we held in Sim- 
plex Automobile Co. v. Kahnweiler, 162 App. Div., 480 |Re- 
porter, vol. 4, p. 353], be one which discloses that competition 
exists, for without competition there can be no unfair competi- 
tion, and hence no invasion of any equitable right. It is mani- 
fest that if defendants have not infringed any right of the 
plaintiff, any inconvenience or annoyance he or his tenants may 
suffer from the confusion of names is merely incidental to the 
exercise of a legal right on defendants’ part, and, so far as 
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plaintiff is concerned, if any such annoyance or inconvenience 
is to be considered as damage in any sense, it must be damnum 
absque mjuria. 


The judgment should be for the defendants, with costs. 
INGRAHAM, P. ].; McLAUGHLIN, and LAUGHLIN, JJ., con- 


cur. Dow Line, J., dissents. 


CHAPMAN & CHAPMAN v. L. E. WATERMAN Co. 
(New York Law Journal, April 15, 1915.) 
April 14, 1915. 


UNFAIR COMPETITION—MULTIPLICITY OF SuITs. 

In an action to restrain the L. E Waterman Company from bring- 
ing a multiplicity of suits, an injunction was granted perpetually re- 
straining the defendant from further attacking the plaintiff's rights 
to use the name “A A. Waterman & Company” and the letters “A. A.” 
in connection with the word “Waterman,” from bringing actions against 
customers of the Modern Pen Company, the plaintiff's selling agent, and 
from circulating copies of an injunction obtained in an earlier action 
by the present defendant. 

In Equity. On final hearing. For decision on demurrer 


to the answer, see Reporter, vol. 2, p. 123. 


For a review of the litigation over the right to use the 
name “Waterman” see L. E. Waterman Company v. Modern 
Pen Company, | Reporter, vol. 5, p. 1]. 


Alexander S. Bacon, of New York City, for the plaintiff. 
Walter B. Raymond, of New York City, and Oliver Mitch- 
ell, of Boston, Mass., for the defendant. 


PLATZEK, ].—This is a suit in equity for injunctive relief 
to restrain a multiplicity of suits. The relief sought is to per- 
petually enjoin the defendants from interfering with the rights 
of the plaintiffs in the use of the name “A. A. Waterman & Co.” 
and the letters ““A. A.” in connection with word “Waterman,” 
from bringing actions against persons other than the plaintiffs by 
reason of the manufacture or the sale by such persons of fountain 
pens or parts thereof bearing the words and letters stated, and 
from circulating copies of an injunction order heretofore issued 
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in another action. Since this suit was brought the defendant 
company brought an action in the federal courts against the 
Modern Pen Company, the sole selling agent of the plaintiffs, 
in which every essential and material issue of law and fact 
involved in this case was passed upon and decided. In the opin- 
ion delivered by Mr. Justice Holmes, for the United States Su- 
preme Court, in L. E. Waterman Company v. Modern Pen Com- 
pany, U. S. Adv. Ops., 1914, p. 91 [Reporter, vol. 5, p. 1], ap- 
pears a history of the judicial proceedings and the opinions 
handed down in the District and Circuit Court of Appeals upon 
the application for the preliminary injunction and upon the trial 
of the action on the merits. So much has been written and pub- 
lished on the various phases of the litigation between these lit- 
igating parties substantially involving the same subject matter, 
that it is only necessary to cite from the opinions rendered and 
state the underlying principles upon which the findings of facts 
and conclusions of law are based: First. A court of equity 
may by injunction protect a party from oppressive and vexatious 
litigation, but will only do so after the controverted rights have 
been determined in a previous action. In Wallack v. Society for 
the Reformation of Juvenile Delinquents, 67 N. Y., 23-28, it is 
stated: “The general rule is that a court will not restrain a 
prosecution at law when the question is the same at law and in 
equity. Wolfe v. Burke, 56 N. Y., 118. An exception exists 
where an injunction is necessary to protect a defendant from op- 
pressive and vexatious litigation. But the court acts in such 
cases by granting an injunction only after the controverted 
rights have been determined in favor of the defendant in a 
previous action.” In High on Injunctions the rule is stated that 
the prevention of vexatious litigation and multiplicity of suits 
constitutes a favorable ground for the exercise of the jurisdiction 
of equity by way of injunction, and, further, where there is one 
common right in controversy, which is to be established by or 
against several persons asserting the right against many, or 
many against one, equity may interfere, and, instead of per- 
mitting parties to be harassed by a multiplicity of suits, deter- 
mine the whole matter in one action. Lawrence v. Manning, 9 
N. Y. Supp., 223; Erie R’y v. Ramsey, 45 N. Y., 637; Babcock v. 
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Arkenburgh, 22 Wkly. Dig., 478. Second. A person cannot 
make a trade-mark of his own name and bar others having the 
same name from using it in their business. Every man has the 
absolute right to use his own name in his own business, even 
though he may thereby interfere and injure the business of an- 
other bearing the same name; provided that he does not resort 
to any artifice or do any act calculated to mislead the public as to 
identity of the establishment and produce injury in the other 
beyond that which results from similarity of the name.” World’s 
Dispensary Medical Ass'n v. Pierce, 203, N. Y., 419 [ Reporter, 
vol. 2, p. 23]; Meneely v. Meneely, 62 N. Y., 427. Where a 
man uses his name in his business in such a way as to deceive 
the public and injure another of such family name engaged in 
the same business, an injunction will lie to regulate and restrain 
the manner of such use, but where the only confusion created 
by the use by a man of his own name in his own business is 
that which results from the similarity of his own name to that 
of another engaged in the same line of business, the court will 
not interfere. Mr. Justice Holmes, in the case of L. E. Water- 
man Company v. Modern Pen Company (supra), says: “* * * 
It now is established that when the use of his own name upon 
his goods by a later competitor will and does lead the public 
to understand that those goods are the product of a concern al- 
ready established and well known under that name, and when 
the profit of the confusion is known to and, if that be material, 
is intended by the later man, the law will require him to take 
reasonable precautions to prevent the mistake.” Herring-Hall- 
Marvin Safe Company v. Hall's Safe Co., 208 U. S., 554-559. 
Third. The contention of the defendant company that the plain- 
tiffs’ right to use the name of A. A. Waterman and A. A. Wa- 
terman & Co. is a mere sham and a fraudulent device is not 
sustained by the proof. The preponderance of evidence estab- 
lishes the right of the plaintiffs, by and through mesne transfers, 
to the exclusive use of the name of A. A. Waterman and A. A. 
Waterman & Co. in connection with plaintiffs’ business of man- 
ufacturing and selling fountain pens. Mr. Justice Holmes in 
L. E. Waterman Company v. Modern Pen Company (supra) 
stated: “While it very well may be true that the transfer of a 
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name without a business is not enough to entitle the transferee 
to prevent others from using it, it still is a license that may be 
sufficient to put the licensee on the footing of the licensor as 
against the plaintiff. Moreover, two courts have upheld the ar- 
rangements as effective to give the defendant the protection 
of such rights as A. A. Waterman would have had in establish- 
ing a business after the plaintiff. * * * We are not pre- 
pared to say, as matter of law, that a man who for years has 
been trying to do business may not join a partnership for a 
time, long enough to start it with his name and whatever good- 
will he has, and provide that thereafter he will divide territory 
* * * or become a selling agent, at his choice. * * * A 
sufficient interest is disclosed to sustain the transfer as against 
the plaintiff, and to free the defendant from a greater liability 
than would have fallen on A. A. Waterman had he gone on 
alone.” This is not a case where a partnership or a corporation 
in bad faith, by purchase or otherwise, become possessed of the 
right to use the name of a third party, with a wrongful and 
fraudulent purpose of using the name in unfair competition 
with a previously established business of another party. Fourth. 
Among the questions determined in the United States Circuit 
Court of Appeals in L. E. Waterman Company v. Modern Pen 
Company, 197 Fed., 534 | Reporter, vol. 2, p. 349], it was held 
that “the record clearly demonstrates the confusion arising from 
the use by the defendant of the name ‘A. A. Waterman & Co.’ 
in the pen business in view of its similarity to the name of the 
complainant. The defendant has the right to use the name, but 
the complainant and the public have the right to insist that pro- 
vision be made for minimizing the confusion arising from such 
use so far as practicable. We think that the suffix required in the 
decree appealed from tends to characterize the defendant’s pro- 
duct as inferior to that of the complainant and is unduly prej- 
udicial to it. The defendant should, however, distinguish its 
goods from that of the complainant, and in our opinion should 
do so by employing after the name ‘A. A. Waterman & Co.’ or 
‘A. A. Waterman’ the words ‘not connected with the L. E. Wa- 
terman Company.’ This notice should be sufficient to put the 
public on inquiry. * * * The decree appealed from will be 
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modified by striking out the words ‘not connected with the orig- 


inal “Waterman” pens’ and inserting in lieu thereof the words 
‘not connected with the L. E. Waterman Company.’” This 
decision was affirmed by the United States Supreme Court. The 


plaintiffs should have judgment on the merits and the counter- 
claim of the defendant should be dismissed on the merits, with 
costs. Proposed findings and decree initialed. Submit clean 
copies for signature. 


GERMAN-AMERICAN Burton Company v. A. HEYMSFELD, INc. 
et al. 


(New York Law Journal, April 27, 1915.) 


Special Term, New York County, April 26, 1915. 


UNFAIR COMPETITION—TRADE-NAMES. 

In an action brought for unfair competition in the use of a trade- 
name confusing to the public, there is no cause of action, in the 
absence of actual competition between the parties. 


[In Equity. On final hearing. 


Saul S. Myers, of New York City, for the plaintiff. 
Herman IWVeiss, of New York City and J. A. Krulewits, of 
New York City, for the defendants. 


DELEHANTY, |.—Action to restrain certain of defendants 
from manufacturing buttons under the name of “German-Ameri- 
can Hand Crochet Button Works” and the others from operat- 
ing as the exclusive selling agents thereof upon the ground 
that the use of said name is unfair competition and injurious to 
the trade and good will built up by plaintiff in its business. The 
rule of law underlying the intervention by courts to restrain the 
simulation by one corporation of the name of a prior corpora- 
tion finds its application, as was said in Corning Glass Ilorks v. 
Corning Cut Glass Co., 197 N. Y., at p. 178, when it is plain 
that the business of the prior corporation would or might be ob- 
tained, and thus the perpetration of a fraud be made possible. 
Applying that rule to the facts herein, it is difficult to understand 
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how plaintiff is entitled to the relief applied for. For upwards 
of two years the defendant Hedwig Heymsfeld has been mak- 
ing crocheted buttons by hand, and of a quality and kind used ex- 
clusively for ladies’ wear and never dealt in nor manufactured 
by the plaintiff. How there can be competition between the par- 
ties upon this score or how confusion could possibly arise in the 
trade with respect to the goods manufactured by the respective 
parties I am at a loss to perceive. Before plaintiff is entitled to 
the injunctive relief applied for it must, as an essential requisite, 
establish competition, and even more—unfair competition, Astor 
v. West Eighty-second Realty Co., App. Div., 1st Dept., reported 
in N. Y. Law Journal, April 20, 1915, [ Reporter, vol. 5, p. 182], 
and cases there cited. Unfair competition is an effort by one 
person to sell his own goods as those of another by misleading. 
Payn's Sons v. Payette, 86 Misc., 276, 280, [Reporter, vol. 4, 
p. 440]. As the proof is lacking in the essentials named, it fol- 
lows therefore that there must be judgment for defendants dis- 
missing the complaint on the merits, with costs. Decision and 
findings accordingly signed. 


STRINGER v. FROHMAN. 
(New York Law Journal, March 30, 1915.) 
Special Term, New York County, March 29, 1915. 


TRADE-NAME-—TITLE OF Book 

The author of a book called “The Shadow” cannot enjoin a 
theatrical production under that title, when the book had no con- 
nection with the play and many other books and plays have been 
previously published under the name. 


In Equity. On motion for a preliminary injunction. 

Dexter, Osborn & Fleming, of New York City, (J. Vernon 
H’eisbrod, of counsel), for plaintiff. 

Dittenhorfer, Gurber & James, of New York City, for de- 
fendant. 


NEWsUrRGER, J.—Plaintiff wrote a story in 1910 and 1911 
which he entitled “The Shadow.” In 1911 it was published by 


STRINGER V. FROH MAN IQ] 


Munsey & Company in serial form in a magazine, the “Cavalier,” 
and was copyrighted by Munsey & Company. In 1913, the story 
was published in book form by the Century Company, and was 
copyrighted in that year by said company. This story was never 


dramatized, nor has any play been written founded upon the story. 


The defendant is a theatrical manager operating the Empire 
Theatre. The play “The Shadow” was acquired by the defend- 
ant in May, 1914, from Dario Niccodemi, a French dramatist. 
Mr. Frohman had the play translated into English by Michael 
Morton, a dramatist and adapter, and the translation was made, 
to wit, “The Shadow.” The first performance of the play was 
given on January 12, 1915, at the Empire Theatre in this city. It 
was advertised under the said title in all the newspapers, and has 
been advertised by means of lithographs and posters. This ap- 
plication was made on March 5, 1915, two months after the 
play was first produced. It is not claimed on the part of the 
plaintiff that the play has any connection with the story written 
by him. The plaintiff's story is based upon the exploits of a 
detective, while the Niccodemi play produced by the defendant 
has reference to the story of a wife incurable with paralysis hav- 
ing cast across her life the shadow of her husband’s infidelity. 
It appears from the certificate of the Librarian of Congress that 
the title ‘““The Shadow” has been used for many years, and that 
there are now in his office certificates showing the use of the 
title “The Shadow” in seven plays or dramas, the first of which 
was filed on the 19th day of February, 1879, and the last on Feb- 
ruary 12, 1914. That in addition thereto it appears that the title 
“The Shadow” has been used on a great many occasions in ar- 
ticles published in the Century, Harper’s and other magazines. 
There are also affidavits by well-known dramatists showing that 
the title was used in plays more than forty years ago. Plaintiff 
has utterly failed to make out a case to entitle him to injunctive 
relief. Motion denied. 











THE TRADE-MARK REPORTER 


OREGON SUPREME COURT 





CoLUMBIAN ENGINEERING WorKs v. MALLORY. 
















(147 Pacific Rep., 542.) 


April 6, 1015. 






UNFAIR COMPETITION—DECEPTION. 

Plaintiff, a pulley manufacturer, placed three different kinds of 
pulleys upon the market, some having steel, some iron, and some 
manganese, sheaves. To distinguish the type last mentioned, the 
manganese sheaves were painted red. Defendant, who had formerly 
handied plaintiff's goods, commenced the manufacture of pulleys with 
manganese sheaves which also were painted red. The pulleys of 
each party were, however, plainly marked with both his name and a 
distinctive trade-mark. A decree in the defendant’s favor was 
afirmed on appeal, because the plaintiff was unable to prove either 
actual or probable deception of the public. 























In Equity. On appeal from a decree of the Circuit Court 
of Multnomah County, Oregon, in favor of the defendant. Af- 


firmed. 





The plaintiff charges that the defendant has been guilty of 
unfair competition in the manufacture and sale of certain pulleys 
which in the parlance of the trade are called blocks. It appears 
from the record that the plaintiff, since about 1903, has made a 
specialty of manufacturing and selling a line of pulleys which have 
been advertised to the public under the name of Skookum blocks. 
The plaintiff commenced by making the sheaves of cast iron, while 
the shell of the block was made of wrought steel. Later on some 
steel was put into the sheave, and afterwards, about 1907 or 1908, 
the plaintiff commenced to manufacture the sheave of manganese 
steel, being the first manufacturer of pulleys with manganese steel 
sheaves. Iron, steel, and manganese sheaves were manufactured 
by the plaintiff, and, for the purpose of preventing one being mis- 
taken for the other, distinctive colors were used in painting the 
different sheaves. All parts of the pulley were painted black, ex- 
cept the sheave, which was painted red if made of manganese. 
By means of persistent advertising, a large business was developed, 
particularly in Oregon, Washington, and California. Catalogues 
and leaflets were issued containing cuts of pulleys and showing 
the sheaves in red, with the printed information ‘manganese 
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sheaves are colored red The different sizes of pulleys were 
accorded different numbers. The pulley made by plaintiff is 
known to the trade as Columbia or Skookum; the latter being 
the trade-mark. 

The defendant, Frederick B. Mallory, has been engaged in 
selling logging tools and equipment for about ten years. He 
had built up a considerable pulley business in 1907, when he com 
menced selling plaintiff's pulleys on a consignment basis, which 
method was followed until the spring of 1911. The defendant 
began to manufacture and sell his own pulleys, and thereaftet 
the plaintiff brought this suit upon the ground that the pulleys 
made and sold by defendant simulated the ones made by plain 
tiff, and amounted to unfair competition. The decree of the 
trial court was favorable to the defendant, and the plaintiff ap 
pealed. 


T. J. Geisler, of Portland, Oregon, for appellant. 
foyal H. McCarthy and Earl C. Bronaugh, both of Port- 
land, Oregon, for respondent. 


Harris, |. (after stating the facts as above ).—The complaint 
in effect, charges that the size and general outward appearance of 
the block made by defendant, the number 1118 on the shell of 
the block, making the parts of the pulley interchangeable with the 
corresponding parts of plaintiff's make, and ‘coloring the sheaves 
red, constitute the elements of simulation. The pulleys specifically 
mentioned in the complaint and received in evidence as exhibits 
are plaintiff's No. 18 and defendant’s No. 1118, although each 
party manufactured different sizes. 

The shell of the block numbered 18 by plaintiff is sold, so 
as completely to cover one-half the side of the sheave. The 
mold in which the shell of the pulley block is cast is so made 
that across the face of the shell, in raised letters and figures, the 
following plainly appears: “Columbia 18 Extra Skookum, Pat. 


Dec. 5, 1905”—and raised in a similar manner, for the purpose of 
reinforcing the shell, a band or strip extends from the hub along 
the middle of the shell and to the shackle. 


The pulleys manufactured by defendant are placed on the 
market with two stvles of pulley blocks. One block has a solid 
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shell covering more of the side of the inclosed sheave than does 
No. 18 made by the plaintiff; and across the face of this shell 
in raised letters and figures much more distinct than in No. 18 
the following appears: “Mallory’s Steel Block No. 1118." The 
other style made by defendant has an open or skeleton shell. The 
defendant has a copyrighted trade-mark thus @ . On the face 
of this skeleton shell plainly appears the trade-mark < and the 
figures 1118. The manner in which this skeleton shell is rein- 
forced, when compared with the reinforcement appearing on No. 
18, is a matter of contrast, rather than comparison. The trade- 
mark used by defendant is indented in the rim of the sheave. As 
is to be expected, the functional parts of all the pulleys are similar. 
The defendant manufactured different grades of sheaves and, like 
plaintiff, used different colors to designate the grades. Mallory 
explains the use of red by saying that notwithstanding he sug- 
gested yellow for the manganese sheaves, the machine shop, 
where the tirst blocks were made, painted them red. He is cor- 
roborated by Mathew Walch, who testified that he was connected 
with the machine shop mentioned; that “Mr. Mallory suggested 
vellow for the manganese, but we didn't like the color, and we 
painted them red, without any further notice.” The plaintiff was 
the only other dealer that painted manganese sheaves red. 

The plaintiff also objected to the extended hub adopted by 
defendant, but the uncontradicted evidence is to the effect that 
pulleys having an extended hub were first made by C. B. Borquist, 
a pulley manufacturer. The defendant has distributed catalogues 
and advertised extensively, and his pulleys are advertised as 
“Diamond *M’ Blocks.” It appears from the catalogues issued 
by defendant that at the bottom of each page is the printed 
direction “order by number,” and that different numbers designate 
different pulleys, as shown by the cuts, some of the numbers being 
1112, 1018, 1218, 1134, 1234 and 1118. 

The defendant, who is a subsequent manufacturer, cannot 
palm off his goods as those of his rival, the plaintiff, and escape 
the restraining hand of equity. It is not necessary to show by 
specific instances that purchasers have actually been deceived; 
but a court of conscience is justified in stamping the brand of com- 
mercial piracy upon the wares of defendant if he puts them upon 
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the market in such form and manner as to deceive the pur- 
chasing public into the belief that such wares were made by plain 
tiff. Fuller v. Huff, 104 Fed., 141, 144, 43 C. C. A., 453. 51 
LL. R. A., 332; Duniway Publishing Co. v. Northwest Printing Co., 
It Or., 322, 8 Pac., 283. 


“Rival manufacturers may lawfully compete for the patronage of 
the public in the quality and price of their goods, for the beauty and 
tastefulness of their inclosing packages in the extent of their advertising, 
and in the employment of agents but they have no right, by imitative 
devices, to beguile the public into buying their wares under the impres- 
sion they are buying those of their rivals.” Coats v. Merrick Thread Co., 
149 U. S., 562, 566, 13 Sup. Ct., 966, 967, 37 L. Ed., 847. 

The rule is even more stringent than thus far stated, for the 
coctrine of probability prevails. A terse statement of the scope 
and extent of the rule governing unfair competition is found in 
38 Cye.. 773: 


“In order to make out a case of unfair competition, it is not neces- 
sary to show that any person has been actually deceived by defendant’s 
conduct and led to purchase his goods in the belief that they are the 
goods of the plaintiff, or to deal with defendant thinking he was dealing 
with plaintiff. It is sufficient to show that such deception will be the 
natural and probable result of defendant’s acts. But either actual or 
probable deception and confusion must be shown; for, if there is no 
probability of deception, there is no unfair competition. In close cases, 
where the deceptive tendency is not clear, equity will withhold its hand 
until actual deception has resulted. Mere possibility of deception is not 
enough.” 


If it is probable that the ordinary buyer in the ordinary 
course of business will be deceived into buying the pulleys of de- 
fendant with the belief that he is purchasing the pulleys of plain- 
tiff, then equity, in the interest of common business honesty and 
integrity, will interpose a restraining hand. McLean v. Fleming, 
96 U. S., 245, 251, 24 L. Ed., 828. No hard and fast rule can 
be laid down by which to determine what conduct will amount 
to unfair competition, because it is to a large extent a question 
of fact; the ultimate test being whether the public is likely to be 
deceived. 

The evidence does not disclose a single instance of actual de- 
ception. It is difficult to understand how any one could be mis- 
led if he ordered from the catalogue of defendant, because the 
catalogue makes prominent the fact that defendant manufactures 
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« Logging Blocks. Two cuts of pulley No. 1118 are shown, 


and at the top of the page in display type is printed “Diamond M 
Trip Line Blocks.” 

The pulleys in dispute are used chiefly and almost exclusively 
in logging operations. No logger who testified said that the 
color of the sheave carried with it, in his mind, any suggestion 
of the origin of the sheave. Most of the loggers testified that they 
paid no attention to the color. The primary object of painting 
the sheaves red was to denote manganese as the quality. Law 
rence Mfg. Co. v. Tenn. Mfg. Co., 138 U. S., 547. 11 Sup. Ct., 
390, 34 L.. Ed., 997. From a consideration of the evidence, the 
most that can possibly be said is that the trade came to know red 
sheaves as being made of manganese. Any one had the right to 
manufacture manganese sheaves. 

The person buying upon inspection is served with notice of 
the origin of the pulley the moment he looks at the shell, because 
he could not help seeing the words ‘“Mallory’s Steel Blocks” 
on one shell and) «) prominently dispayed on the other; and on 
the full width of the rim of the sheave appears the indented trade- 
mark used by the defendant. 

The essence of the whole inquiry is whether deception is 
likely or probable. From the evidence submitted we conclude 
that deception is not likely or probable. 

Complaint is also made because defendant advertised: “Our 
sheaves and pins fit vour old blocks.” The making and selling of 
repair parts for other logging pulleys is not an act of unfair com 
petition, if there is no deception, and if the goods are not put out 
as the goods of another. The sheaves and pins mentioned plainly 
refer to “our” ot the sheaves and pins made by Mallory, and not 
inade by some other dealer. Bender v. Enterprise Manufacturing 
Co., 156 Fed., 641, 84 C. C. A., 353, 17 L. R. A. (N. S.), 448, 13 
Ann. Cas., 649. 


The decree is affirmed. 


Moore, C. J., and McBripr and Bean, JJ., concur. 





QUAKER CITY FLOUR MILLS CO. V. QUACKER OATS CO. 1Q7 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


QUAKER Crry FrLrour Mitts Company v. THE QUAKER Oats 


~ os 


CoMPANY, QUAKER Mitts COMPANY, AMERICAN CEREAL 


COMPANY. 
(214 O. G., 684.) 
VWarch 1, 1015. 


TRADE-MARK—EXTENT OF RIGHT. 

Use of the phrases “Quaker City Mills” and “Quaker City” as 
trade-marks was held not to have created in the user any right to 
register the word “Quaker” alone 

Appeal from a decision of the commissioner of patents. Af- 
firmed. 


Jas. L.. Steuart, for the appellant. 
F. M. Phelps, for the appellees. 


VAN OrsbdEL, J.—Appellant appeals from a decision of the 
commissioner of patents in an interference proceeding wherein 
its application for registration of the word “Quaker” as a trade 
mark for flour was refused. 

Registrations of the word “Quaker” for flour and flour prod- 
ucts extend back to 1895. As no evidence of abandonment of 
these marks appears, they must be presumed to be still in use. 
The tribunals of the Patent Office did not consider it necessary 
to pass upon the question of priority, concerning which a large 
volume of testimony was taken, for the reason that it does not 
appear that appellant company or its predecessors ever used the 
word “Quaker” as a trade-mark for flour. 


The evidence shows that the mark used by appellant’s pre- 
decessor in business down to 1902, when it began to use the mark, 
was “Quaker City Mills” and “Quaker City,” but never “Quaker” 
alone. We do not find that the word “Quaker” has ever been 
used by appellant. Appellant must, therefore, stand or fall upon 


its right to register “Quaker,” though only a part of the mark 
actually used. 


Manifestly “Quaker City” could not be registered, for it 1s 
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of such a geographical signification as to bring it within the 





prohibition of section 5 of the trade-mark act of 1905. It is 
settled that the use of a trade-mark in connection with accessor 
symbols or words still constitutes a use of the mark. [Valter 
Baker & Co. v. Delapenha, 160 Fed., 746, 750; Bass, Ratcliff 
‘> Gretton v. Feigenspan, 96 Fed., 206, 212; Walter Baker & 
Co. v. Puritan Food Co., 139 Fed., 680, 682. On the other hand, 
it is equally well settled that whatever right an applicant for reg 
istration has acquired to the exclusive use of his mark must appear 
clearly from the use shown. The trade-mark law does not create 
a trade-mark right, but merely provides for the registration of 
marks, the right to which has accrued from actual use. It, there 
fore, appears that appellant is here asking the law to create in it 
a trade-mark right to the word “Quaker,” when it has never used 
such mark. 

The distinction here involved is sharply pointed out by Mr. 
Justice Robb in the case of in re Mots Tire & Rubber Co., 40 App 


D. C., 487, 193 O. G., 513, 1913 C. D., 459, as follows: 













That the mark which the record discloses the appel'ant adopted and 
used is descriptive, and hence nonregistrable, is too plain to admit of 
argument. Realizing this, the applicant now seeks to register a mark 
which the record fails to show it has ever used. The Patent Office was 
therefore quite right in declining to register this fictitious mark, this 
inere skeleton of the real mark. 





















Here, it is sought to convert “Quaker City,” an unregistrable 
mark, into a registrable mark by dropping the word “City.” As 


the commissioner in his opinion pertinently observed: 










The word “Quaker” and the words “Quaker City” have different 
meanings. Use of “Quaker City” on goods does not establish trade-mark 
use of the word “Quaker” any more than it establishes trade-mark use 
of the word “City.” 













Reliance is placed by counsel for appellant on the holding ot 
this court im re Standard Underground Cable Co., 27 App. D. C., 





>? 


420, 123 O. G., 656, 1906, C. D., 687. But in that case, the ap- 
plicant presented two arbitrary features, and it was held that 








he had the right to select the portion which he believed to be 
his trade-mark. There, the word “Eclipse” was printed on a dark 
background, representing a partial solar eclipse, and underneath 
this dark background were the words “Black Core.” The draw- 




















QUAKER CITY FLOUR MILLS CO. V. QUACKER OATS CO. [99 


ing furnished in the application showed only the word ‘Eclipse. 
Holding this mark registrable, the court said: 


It is within common knowledge that a trade-mark is ordinarily used 
upon a label which contains embellishments, ornamentations, and other 
matter, which, standing by themselves, may often be proper subject-mat 
ter for exclusive appropriation as trade-marks, yet such matter is no 
essential part of the trade-mark claimed and by which the brand, in 
connection with which they are used, becomes known. This is specially 
so when the trade-mark is a fanciful name or coined word 


Referring to the power of the commissioner, the court said: 


The Commissioner is vested with power to determine, in the first 
instance, whether the mark, as described, shown, and claimed is subject 
to appropriation by the applicant, and may satisfy himself as to whether 
the trade-mark has been actually used in interstate or foreign commerce 
When he finds that the mark as claimed has so been used, it is not for 
him to turn to the specimen, if one be required by him, and, seeing othet 


1 


matter than the mark claimed, shown on the specimen, require applicant 
to add any such mattet 


But, the difficulty here is that “the mark as claimed” has 
not been used. It is only part of the mark which actually desig 
nated the product to which it was applied. If appellant, for ex 
ample, had shown a design with the word “Quaker” surrounded 
by a scroll and underneath the picture of a man in Quaker dress, 
undoubtedly it would have the right to declare in the patent office 
which design it claimed as its trade-mark; and that. we think 
illustrates the distinction between this and the Underground 
Cable Company case 

We think that the law requires that the mark applied for 
must be the same as the mark shown to have been used. To hold 
otherwise would permit appellant, in this instance, to convert a 
mark which the statute prohibits from being registered, because 
of its geographical signification, into a technical trade-mark by 
eliminating the word which makes it geographical, while the 


geographical term is the one which has actually been used. The 


law will not permit that which it expressly prohibits to be legally 


accomplished by indirect methods. 

The decision of the commissioner of patents is affirmed, and 
the clerk is directed to certify these pr‘ ceedings as by law re 
quired. 
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SIMPLEX ELEctric HEATING ComPANyY v. Gotp Car Hearine & 
LIGHTING COMPANY. 


(213. 0: -G., 8987) 


January 4, 1915. 






OpposITiIon—Goops OF THE SAME CLASS. 

Where the opposer was the first to adopt and use the word “Sim- 
plex” as a general trade-mark for electrical and steam apparatus in 
which thermostatically-operated relief-valves were used and applicant 
used the mark only on thermostatic steam-traps, the goods in question 
belong to the same general class and the applicant should not be per- 
mitted by the adoption and use of this mark to invade the present 
field of the opposer or the domain to which it may legitimately extend 
the use of its mark. 
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VAN OrsbEL, J.—Appellant, Simplex Electric Heating Com- 
pany, appeals from the decision of the commissioner of patents 
dismissing its opposition to the registration by appellee, Gold 
Car Heating & Lighting Company, of the word “Simplex” as a 
trade-mark for thermostatic steam-traps. 






It is alleged in the notice of opposition that appellant, long 
prior to any use of the mark by appellee, used the word “Sim- 
plex” as a trade-mark for goods of the same descriptive prop- 
erties as those set forth in the application of appellee company 
Appellant further alleges that appellee company manufactures and 
sells both steam and electric heating apparatus, and is a com- 
petitor of appellant in the manufacture and sale of electric heat- 
ing apparatus, including the thermostatic devices therefor. It 
is also alleged that appellant would be damaged in that the use 
of the mark by appellee would be likely to deceive purchasers 
and cause confusion in trade. 

It appears that appellee company only uses the mark on its 
thermostatic steam-trap, which is used in connection with its 
steam car-heating apparatus. But it must be conceded that the 
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granting of registration would authorize it to extend its use to any 
thermostatic steam-trap it might devise or use in the future. 


On the other hand, the word “Simplex” is appellant’s gen- 
eral trade-mark for its electrical and steam apparatus. It must 
be remembered that appellant’s business is not confined alone to 
the manufacture and instalment of electrical heating, but to 


steam appliances also. In fact, as stated in the opinion of the 
examiner of interferences— 


_ It is pointed out for opposer that it makes certain electrically heated 
boilers or water heaters and that some of these have a thermostatically 
operated relief valve. But there is no proof that opposer manufactures 
such a valve, per se, or uses the trade-mark “Simplex” thereon, and it 
is freely admitted that the relief valve is not put on the market separately 
by applicant. 

It also appears that appellant makes a thermostatically-con- 
trolled apparatus as a regular product. The witness Aver testi- 
fied on behalf of appellant: 


_ We make frequent applications of thermostats to control a variety 
of our product in the development of special work for special customers, 
in such cases thermostats are ‘frequently applied to our standard apparatus 
usually sold without thermostats. 

The witness also testified to the use of thermostats with hot- 
water boilers manufactured and sold by appellant company and 
to one particular type of thermostatic valve which operates auto- 
matically to prevent generation of steam if the boiler is neglected. 
He described it as a device which may be operated to open a 
steam-valve to permit the flow of steam in the same manner as 1s 
adapted to permit the flow of water to prevent the generation of 
steam. In other words, like appellee’s device, it is a temperature- 


controlled relief valve, and is used for the same general purpose 
to control the overflow or discharge of water or steam. 


Thus, it will be observed that the product of appellant is 
within the same general class as that of appellee. 


The intent of the statute is to protect the rightful owners of trade- 
marks in their valuable property rights; and it seems to tax the courts 
to the utmost to protect those rights against the ingenuity of counsel 
and the designs of sharp competitors. A mark should be denied not 
only when used upon goods of the same descriptive properties as a 
similar registered mark, but when used on goods belonging to the same 
general class. (Walter Baker & Co. v. Harrison, 32 App. D. C., 272.) 





THE TRADE-MARK REPORTER 


It is no answer that appellant has not manufactured a steam 
car-heating system upon which thermostatic steam-traps are used, 
or even that its trade-mark has not been applied to the therm- 
ostatic devices in use. They are a part of its system to which 
the mark is applied, and it is at any time within their power 
to apply it to any appliance of that kind they may manufacture, 
and this is true should they extend their manufacture to elec- 
trically-heated steam car-heaters. Indeed, it appears that such 
heating apparatus may be manufactured by appellant. It, there- 
fore, has the right to extend the use of its mark accordingly. 
Appellee should not, in justice, be permitted, by the adoption 
and use of this mark, to invade the present field of appellant, 
or the domain to which it may legitimately extend the use of 
its mark. In Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed., 
73, the Court, considering the right of the owner of a mark to 
extend its use, said: 


But it is urged that as the complainant did not manufacture tooth 
brushes at the time the defendants entered the field, it cannot be injured 
by the sale of tooth brushes by others. We do not think the conclusion 
follows. The complainant had acquired a reputation as the manufacturer 
of high grade toilet brushes; and it certainly had a right to include tooth 
brushes at any time, and, when it did so, purchasers who were acquainted 
with the high character of its goods, would quite likely purchase its 
tooth brushes deeming its previous reputation a guaranty of excellence. 
In other words, the complainant did not abandon the right to make 
“Keepclean” tooth brushes because it did not at the outset make such 
brushes, as well as other varieties of toilet brushes. 


To the same effect are Collins Co. v. Oliver Ames & Sous, 
18 Fed., 569; American Tobacco Co. v. Polacsek, 170 Fed.. 117. 

It is no excuse that appellee's officers testified that they wer 
not aware that appellant applied the mark to steam-heaters. They 
conceded they knew of the existence of appellant company. In 
fact, they were competitors to the extent of both having fur 
nished car-heating systems for the New Haven Railroad Com- 
pany. Appellee knew of the general use of the mark by ap 
pellant, and it should have advised itself fully before appropriat- 
ing the mark. It is hard, even in the absence of evidence to the 
contrary, to attribute good faith to one who knowingly ap 
propriates the mark of another to be used upon the same general 
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class of goods. As Mr. Justice Rodd said in Phoenix Co. v. 
Lewis Co., 32 App. D. C., 285: 


The purpose of the act being to prevent, and not to promote, fraud 
and mistake, we do not feel inclined, even in a doubtful case, to grant 
registration to a claimant where it appeared, as here, that, when he 
adopted the mark, he knew of its prior adoption and use by another firm 
in connection with goods of the same general character and properties. 
The opportunity for selection being as limitless as the human imagina- 
tion, we have reason to question the motive prompting the adoption by 
one dealer of a mark previously applied by another dealer to like goods. 


The case here presents no great difficulty. Appellee is using 
the mark in question upon an appliance which belongs to a class 
in use by appellant. The general system of appellee, to which the 


appliance belongs,, possesses the same descriptive properties of 
the system which bears the mark of appellant. That such a con- 
dition would in all probability lead to confusion in trade is evi 
dent. “A situation, therefore, exists which is forbidden by the 
Statute. 

Inasmuch as the objection to the use of the distinguishing 
part of appellant’s corporate name was not set out in the notice 
of opposition, it must be deemed to have been waived. See opin 
ion of this court in The Rookwood Pottery Co. v. The A. Wilhelm 
Company, filed this date, | Reporter, vol. 5, p. 152]. 

The decision of the commissioner of patents is reversed, and 
the clerk is directed to certify these proceedings as by law re- 
quired. 


COMMISSIONER OF PATENTS 
] lescriptive Varks 


The name ‘“Footease” with a heavy paraph above and below 
the word for an instep arch support, is not so descriptive of the 
purpose of the article as to be refused registration. The prior 
registration of the mark “E. Z” for a similar article is not such 
an anticipation of the mark as should cause its rejection. The dif- 
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ference is sufficient to warrant publication, and if no opposition 
is filed, registration should be granted. (+) 
J. T. NEwron, 
First Asst. Comm. 


The words “Est Carey, 1873,” all enclosed in a diamond- 
shaped figure, having a black central field, surrounded by a 
white zone, and this in turn bounded by a black line, are regis- 
trable, for roofing and roofing materials. The examiner held 
that “Est 1873” is descriptive, since it indicates that applicant’s 
business was established in 1873, and Carey is a common sur- 
name; but admitting this to be true, applicant is not attempting 
to register these things separately. He is only attempting to reg- 
ister the mark as a whole, and viewing it in this light, it is believed 
to be sufficiently arbitrary to warrant registration. (#) 

J. T. Newron, 
First Asst. Comm. 


The words “Cura Bos” as a trade-mark for a cattle remedy is 


sufficiently arbitrary to warrant registration, and is not descrip- 
tive. 
The word “Cuticura” has been upheld as valid as applied 
to medicated soap, Potter Drug & Chemical Corp. v. Miller, 75 
Fed. Rep., 656; ‘“I.a Favorita” for flour in Menendez v. Holt, 
128 U. S., 514; “Lacto-Peptine’” was sustained in Curnrich v. 
Morson, . J. N. of C., 1877, p. 71; “Cottolene (Cotton-Oline) 
in Fairbanks Co. v. Central Lard Co., 64 Fed. Rep., 133; Pennsvj- 
vania Salt Mfg. Co. v. Myers, 7& Fed. Rep., 87 and 8&9; “Saponi- 
fier” (from sapo and facere) were upheld for concentrated lye. 
(*) J. T. Newron, 
First Asst. Comm. 


The word “Mello-Mint” with the picture of two mint plants, 
for chewing gum, is registrable as a trade-mark. 


“While this identical mark has been previously refused this appli- 
cant, ex parte Texas Gum Co., 102 Ms. Dec., 147, | Reporter, vol. 2, p. 137], 


(1) Ex parte Scholl Manufacturing Company, 115 Ms. Dec., 248. 
(2) Ex parte Philip Carey Mig. Co., 116 Ms. Dec., 306. 
(3) Ex parte Troy Chemical Co., 116 Ms. Dec., 245. 
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it is held that under the present practice this word should be registered, 
since ‘Mellow’ has no apt or technical meaning as applied to chewing 
gum. Furthermore, it is not at all clear that ‘Mello’ is a contraction of 
‘Mellow,’ and the decision of the Examiner of Trade-Marks is over- 
ruled.” (1) 
J. T. Newron, 
First Asst. Comm. 


The trade-mark “Bestevr” for lard, ham and bacon, with 
the top of the “t” extending laterally over the other letters, and 
with a base enclosing the letters “Bes” and “evr,” is a distinctive 
and registrable trade-mark. (7) 

J. T. Newron, 
First Asst. Comm 


Application to register as a trade-mark for shoe heels “Stroh- 
beck Sof-Tred,” arranged in the form of a horseshoe. 

Applicant contends that “Sof-Tred” is not descriptive but 
merely suggestive, and does not aptly define any quality of shoe 
heel or any person’s walking, and that the most objectionable in- 
ference would be that a person wearing applicant’s shoe heels 
might be enabled to tread softly but that it is only inferentially 
suggestive and can only be taken to mean that the wearer in 
walking does something which is not a characteristic or quality of 
the goods. 

Taking the mark as presented, Strohbeck Sof-Tred, in the 
horseshoe shape, together with the remoteness of the descriptive 
quality of soft tread, spelled ‘“Sof-Tred,” as pointed out by 
applicant, the mark may be registered as presented. See ex parte 
Rubber Cushion Axle Co., 18 Ms. Dec., 89, allowing “Cushioned 
Axle”; ex parte Shuman & Co., 29 Ms. Dec., 231, allowing “Cav- 
alry Seat” for boys’ clothing; Sterling Remedy Co. v. Eureka Co., 
“oO Fed. Rep., 704, upholding “No-to-bac”; Hecht v. Porter, 9 
Pac. C. L. J., 569, sustaining “Iron Clad” for boots; Globe Wer- 
nicke Co. v. Brown, 121 Fed. Rep., 185, sustaining “Elastic” as 
applied to book cases, etc. (*) 

J. T. Newton, 
First Asst. Comm. 
(1) Ex parte Texas Chewing Gum Co., 116 Ms. Dec., 326 


(2) Ex parte Hammond, Standish & Co., 116 Ms. Dec., 352. 
(3) Ex parte Charles H. Strohbeck, 116 Ms. Dec., 202. 
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What May be a Trade-Mark. 


Applicant attempts to register a tag of irregular or zig-zag 


shape. The ground of the examiner’s objection is that applicant 


cannot get a perpetual monopoly of a shape or configuration of 
its so-called tag or contour. Applicant contends that it is at- 
tempting to register the contour of a figure of irregular shape; 
that if it asked for the registration of a figure having the shape 
of a crescent or star, that would be no question of its right 
to such registration, and contends that its configuration is as 
distinctive as a crescent or star. 

If the shape of applicant’s tag could have any utility other 
than to point to ownership or origin, applicant should not be al- 
lowed to get in the guise of a trade-mark a perpetual monopoly of 
some features that other people might wish to use for purposes 
of economy, ornamentation or other utility; but if the shape of 
applicant’s tag can have no other utility than to point to owner- 
ship or origin, then the particular shape of the tag, if it is suff- 
ciently distinctive, may be monopolized as a trade-mark. 

This is the principle applied to words. If the word is use- 
ful in describing the goods or advertising them, then it cannot be 
tnonopolized as a trade-mark, but if it has no such use, or is, as 
we say, fanciful, then it may be monopolized. 

The shape of applicant’s tag is distinctive. It is unusual 
and can possess no utility other than pointing to ownership or 
origin of the goods on which it is used. It certainly would not 
economize material of which the tag is made to make it in the 
shape of applicant’s tag. Such tags are not ornamental and 
not usual, and such a shaped tag would ordinarily be avoided 
unless for the purpose of pointing to ownership or origin. The 
mark is held to be registrable and the decision of the examiner of 
trade-marks is reversed. ‘!) 

J. 4 ee NEWTON, 
First Asst. Comm. 


(1) Ex parte Marquette Cement Mfg. Co., 116 Ms. Dec., 186. 











